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EFFORT- DEDICATED TEAM 

GI EXPERT GROUP 

• Origin: complexity in examination of GIs 

• Kick-off: September 2017 

• Members: 12 OD examiners + 2 observers 

from ICLAD 

• Meetings: weekly.  

• Tasks: Assessment of all potential TMs in 

conflict with GIs and drafting of objections 

• Knowledge sharing: interesting cases 

reported to all examiners; liaison with inter-

partes examiners (opposition – 

cancellation) 

• Impact on practice: liaison with Legal 

Affairs Service  

 
 



EFFORT - DEDICATED TEAM 

GI EXPERT GROUP 

 
 

+/- 240 objections 



Lack of one single database for all protected GIs  

CONSTRAINTS - TOOLS 



CONSTRAINTS – LEGAL MATRIX 
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• Difficulties in the application of 

concepts alien to trade mark 

law, perceived as vague 

 

• Lack of sufficient guidance by 

the Courts 

CONSTRAINTS – ALIEN LEGAL CONCEPTS 

Regulation 1151/2012 



CONSTRAINTS – APPROPRIATE BALANCE OF RIGHTS 

 

Effective protection 
of rights  derived 

from PDO and 
PGIs 

Rights of bona fide TM 
applicants 



CONSTRAINTS –  RESULT 

Checklist for objecting to a TM registration 

 

1. Registered GI/DO: checking ALL databases 

 

2. There is a conflict according to the sui generis law: setting the 

scope of protection of GI per the VARIOUS legal instruments 

 

3. Specialty principle:  products are identical or comparable or 

contain GI as ingredient 
 

GI EXPERT GROUP 



EXAMPLES – DIRECT USE 

• EUTM 17492778  applied alcoholic beverages including port wine and spirits. 

• Potential conflict with PDO PORT 

• EUIPO proposal for limitation as far as wine was concerned (i.e. wine complying with 

the specifications of the protected designation of origin ‘Port’) 

• EUIPO considered that the TM was deceptive for non-wine products (e.g. spirits) 

• Limitation accepted by the Applicant and did not comment on deceptiveness 

• EUTM registered only for wines complying with the PDO 

THE EAST INDIA COMPANY PORT 



EXAMPLES - EVOCATION 

• EUTM 17394925 applied for natural ham from Sierra Nevada 

• Potential conflict with PGI Jamón de Trevélez 

• Evocation of the PGI 

• EUIPO proposal for limitation: cured natural ham complying with the 

specification o f the PGI Jamón de Trevélez. 

• No reply from the Applicant 

 

TREVEDUL JAMÓN 

NATURAL SIERRA 

NEVADA 



EXAMPLES – INGREDIENTS 

• EUTM 017887009 applied for  Biscuits filled with coffee cream; Wafers filled with 

coffee cream; Coffee-based pralines in Class 30 

• Potential conflict with PGI Café de Colombia  

• EUIPO proposal for limitation: goods filled in with cream made of /based on 

coffee complying with the specifications of the PGI Café de Colombia 

• Applicant accepted limitation 



• Case-Law:  

– ECJ judgments on application of EU Regulations (C-614/17 Queso 

Manchego; C-432/18 Aceto Balsamico Modena)  

– More GC/ECJ judgments expected on specific cases of GIs/trade 

marks conflicts 

 

• Increase users’ knowledge: less third party 

observations, less objections 

 

• Tools: improve database via DG AGRI – EUIPO 

cooperation 

 

 

FUTURE 




